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Partners

Heather Gething 
Head of tax disputes, London 
T: +44 20 7466 2346 
M: +44 778 525 4894 heather.
gething@herbertsmith.com

Heather’s practice includes handling all aspects of tax 
disputes as well as advising and implementing international 
and domestic tax planning for a variety of multinational 
companies with a particular focus on financial proposals. 
Her clients include investment banks, financial institutions, 
insurers and multinational companies.

 

Bradley Phillips 
Head of tax department, London 
T: +44 20 7466 2086 
M:  +44 778 5254944 
bradley.phillips@herbertsmith.com

Bradley specialises in corporate tax work, in particular, 
mergers and acquisitions, corporate reorganisations, 
demergers, securitisations and investment funds. He is 
also experienced in tax litigation work.
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The extent of protection and enforcement of IP rights is different 
around the world. The growth of international trade, however, has 
made global protection of IP rights increasingly important. The WTO’s 
Agreement on Trade-Related aspects of Intellectual Property Rights 
(TRIPS) attempts to address this issue by establishing minimum levels 
of protection that each WTO Member State must respect. Further, 
the WTO has made this minimum level of protection enforceable 
via the WTO’s dispute settlement system. The WTO constitutes, 
in this respect, a major trade off between developed economies 
(which have an interest in the protection of intellectual property) and 
developing economies (which want access to developed economy 
markets for agricultural and manufactured products). The developing 
economies agree to ensure a minimum level of IP protection on their 
territory and, in return, developed countries break down trade barriers 
in sectors where the developing economies are competitive.

Herbert Smith has a leading IP practice, with particular expertise  
in running and co-ordinating multi-jurisdiction litigation when key IP 
rights are litigated in parallel proceedings in separate countries.

Against the backdrop of the WTO dispute between the US and 
the EU over the moratorium over the approval of GM crops for 
commercialisation, we have unrivalled technical expertise in advising 
on agricultural biotechnology issues, particularly the approval 
of GMOs, both under EU level of Directive 2001/18/EC (and its 
predecessor 90/220/EC), as well as under the national legislation 
of many Member States (including under the UK’s Environmental 
Protection Act 1990). Herbert Smith has been involved in nearly all 
of the high-profile matters involving GM issues in recent years.

Credentials

Selected credentials include:

•	Aventis/Bayer on successfully representing the companies in the 
public hearing arranged by UK Government into approval of first 
GM agricultural crop (Chardon LL) and securing its addition to 
the UK National Seed List.

•	Advanta on advising on all aspects of its highly publicised, 
unwitting sale of conventional HYOLA oilseed rape seed, which 
had become “contaminated” with a small amount of GM seed 

Intellectual property

focus areas



25

of a different variety. The wider policy issues arising out of 
this incident included a subsequent House of Lords Select 
Committee hearing and involvement with EU Commission-led 
proposals for legislation to deal with them.

•	British Society of Plant Breeders in the judicial review 
proceedings in the Court of Appeal when a Devon organic 
sweetcorn farmer (Mr Watson) objected to a breeder carrying 
out a GM crop test on an adjacent farm.

•	SCIMAC on policy and action in relation to GM issues, including 
the industry voluntary agreement and farm scale evaluations.

•	The Government of Ecuador in its landmark WTO victory 
allowing Ecuador to suspend protection of IP rights owned by 
EU entities, by way of retaliation for the EU’s breach of its WTO 
obligations relating to the importation of bananas from Ecuador.

•	Quiksilver/Na Pali on a successful trade mark infringement 
action in the High Court over the sale by Makro of parallel 
imports of clothing from outside the EEA, counterfeit work with 
Trading Standards/Customs authorities and licensing of stores.

•	Roche in two of the most significant biotech patent disputes 
of recent years. The first concerning HIV-1/AIDS therapeutic 
Fuzeon. Roche was seeking to revoke patents (and an SPC) 
owned by Chiron which allegedly covered Fuzeon. The second 
action related to the blockbuster treatment of breast cancer, 
Herceptin. Both of these actions were settled before the 
Herceptin trial was due to start.

•	Markem in what is becoming one of the longest running and 
most bitterly fought patent disputes. Following Court of Appeal 
proceedings and an application for leave to appeal to the House 
of Lords concerning ownership of the patent (which relates to 
high speed printing) a further action has now started in which 
Markem are challenging the validity of the patent.

•	Sumitomo Chemical, one of Japan’s leading chemical 
manufacturers, on the technology aspects of a multi billion 
dollar project financed Raleigh oil refinery and petrochemical 
complex in Saudi Arabia.
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Joel Smith 
Partner, London 
T: +44 20 7466 2331 
M: +44 778 577 5035 joel.smith@
herbertsmith.com

Joel deals with a wide range of intellectual property 
matters, both contentious and non-contentious, advising 
upon protecting rights, licensing and disputes. He has 
experience of a wide range of trade mark and branding 
matters, including advising clients on protection of their 
marks, licensing and taking opposition proceedings before 
the trade marks registry and infringement proceedings in 
the High Court. Joel is also involved in anti-piracy work, 
involving copyright and designs, particularly in the film  
and broadcasting industries. He also specialises in agribio 
(plant biotechnology) and has provided a number of 
leading clients with advice on disputes and commercial 
matters involving plant breeders’ rights, patents,  
royalty-collection schemes, GMOs and other aspects  
of biotechnology. He has advised a number of  
companies in complex licensing arrangements,  
involving technical information and know-how  
(particularly in the biotechnology, pharmaceutical and 
petrochemical industries). 
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Rapidly developing nations, such as Russia, 
India and China offer a huge potential growth 
but also pose considerable regulatory risk. 
As these countries enter the global economy, 
there will be increased international 
competition. The challenge to European and 
multinational businesses will be to increase 
awareness of international trade possibilities 
and restrictions, as consumers in – and 
trade with – developing countries become of 
greater relevance.

It will, therefore, become increasingly 
important to select legal advisers who 
can provide international trade law advice 
focussed on market access opportunities 
in these countries. Experience of WTO 
law will be crucial in markets where the 
WTO offers the main (if not the only) legal 
protection to companies that seek to enter 
these countries, or seek to export from these 
countries to western markets. Both China 
and India are WTO members and Russia is 
expected to join in the near future.

In Moscow, our team has significant 
experience in the energy, natural resources 
and telecoms areas and has also worked on 
numerous joint ventures, intellectual property 
licence agreements, infrastructure projects 
and financing agreements. 

In China we have strong practices in Beijing 
and Shanghai. Our Shanghai office opened 
in 2003, when the PRC Ministry of Justice 
approved Herbert Smith as one of the first 
international law firms to operate a second 
office in China. Our teams in China advise 
both international and Chinese businesses 
and focus on cross-border work, including 

M&A, projects, banking and finance, 
corporate finance and dispute resolution. 
The Beijing office has strong relationships 
with central government authorities and 
state-owned enterprises; it also monitors the 
status of China’s growing number of trade 
agreements with leading nations, and its 
WTO membership.

Our India practice was established in 
response to the measures taken by the 
Indian government in 1992 to liberate the 
Indian economy and encourage direct foreign 
investment. Although foreign law firms are 
not currently permitted to have offices in 
India, we do have Indian qualified lawyers 
in our London office. Our Indian practice 
team has extensive experience working for 
clients conducting business in India, such as 
the state and federal governments of India, 
banks, high-profile Indian corporates and 
global clients.

Our Bangkok team provides advice on Thai 
and international law to local and overseas 
clients, ranging from public and state 
agencies to multinational companies and 
local Thai businesses, offering particular 
expertise in cross-border disputes, 
particularly in the international trade and 
energy sectors.

Emerging markets

focus areas
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Credentials

Selected credentials include:

•	The Government of India in an EU
anti-subsidy investigation concerning 
imports of PET film from India.

•	Six major Indian pharmaceutical 
companies, including Ranbaxy and 
Kopran, in the European Commission’s 
investigation into alleged Indian export 
subsidies to manufacturers and exporters 
of broad spectrum antibiotics.

•	Anti-dumping cases involving products 
from China, India and Russia.

•	An Indian telecoms company in a major 
ICC arbitration, a contractual dispute with 
an international cable provider over rights to 
update the capacity of the cable system.

•	A major Indian steel producer on an 
EU investigation concerning the dumping 
of steel bars.

•	A Hong Kong Trade Association 
regarding a potential WTO action by its 
members and the Hong Kong government 
against a Swiss SARS-related ban on 
participation by Hong Kong exhibitors at 
the World Watch and Jewellery Fair in 
Basel.

•	Tengizchevroil on competition issues 
relating to oil exploration and production in 
Kazakhstan.

•	Arup, the engineering and consulting 
group, on the dual use goods export 
regime and its role as representative of 
Nanjing Automobile, the successful bidder 
for MG Rover. 

•	A Russian energy supplier on the impact 
of Russia’s accession to the WTO on its 
business. 

•	A Russian oil company on a potential 
pipeline project, on the protection offered 
by bilateral investment treaties and the 
Energy Charter Treaty and in relation to the 
impact of WTO law on the ability of states 
to impose taxes on oil that is shipped 
through the pipeline.

•	BP on the sale of its equity share capital 
of PetroChina for US$1.65 billion and 
Sinopec for US$742 million.

•	SINOPEC on a natural gas joint venture 
exploration company with Saudi Aramco.
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Partners

Russia

Allen Hanan 
Managing partner, Moscow 
T: +7 495 363 6503 
M: +7 771 917957 allen.hanan@
herbertsmith.com

Allen, a US-qualified partner, is the managing partner of 
Herbert Smith CIS Legal Services. He practised in New 
York and London with the Wall Street law firm Davis 
Polk & Wardwell, working in capital markets and M&A. 
He joined JP Morgan, the NY-headquartered investment 
bank, in 1993, and he worked with the bank in London 
and Brussels. Among other responsibilities, Allen was the 
lead internal counsel for JP Morgan’s European mergers 
and acquisitions business. Since joining Herbert Smith in 
1999, he has advised financial institutions and corporations 
on cross-border M&A and international capital markets 
transactions. Allen has advised both foreign and domestic 
Russian corporations on investments in Russia.

Dmitry Kurochkin 
Partner, Moscow 
T: +44 20 7466 2302 
dmitry.kurochkin@herbertsmith.com

 
Dmitry is a partner in the litigation and arbitration group 
of Herbert Smith’s Moscow. Dmitry is a Russian-
qualified lawyer who was also educated at the University 
of Frankfurt am Main (LL.M. 1995). He has extensive 
experience in the Russian commercial courts and courts  
of general jurisdiction, as well as in international  
arbitraion tribunals.

Dmitry has worked on a variety of high profile cases, 
including injunction and enforcement proceedings, 
recognition and enforcement of foreign arbitral awards and 
insolvency litigation. His experience extends to general 
commercial, corporate, M&A, anti-trust, labour, regulatory, 
shareholders’ disputes and a wide variety of other 
disputes, with both domestic and international dimensions.

Robin Wittering 
Partner, Moscow 
T: +7 495 783 7597 
M: +7 495 7635788 
robin.wittering@herbertsmith.com

Robin is a partner based permanently in Moscow. 

The Legal 500 notes Robin as “highly recommended” for 
corporate and commercial/M&A and “highly experienced” in 
the energy and natural resources fields. Chambers Global 
2006 records Robin as one of Russia’s leading lawyers.

When in London (1997-2003), Robin worked on a range 
of deals for blue-chip clients, including Friends Provident’s 
US$6.4 billion demutualisation and flotation, Allied Zurich’s 
US$38 billion unification of the Zurich Financial Services 
Group and TXU Europe’s US$2.5 billion sale of its UK retail 
and generation business to Powergen.

China

Graeme Johnston 
Partner, Shanghai 
T: +86 21 6335 1144 
M: +86 139 1660 9971 graeme.
johnston@herbertsmith.com

Graeme leads the mainland China-based dispute resolution 
practice, supported by a team of associates in Shanghai, 
Beijing and Hong Kong. Graeme’s practice has always 
focused on dispute resolution and most of his cases 
have a cross-border dimension. He has wide experience 
advising on contentious matters, including litigation, 
arbitration and regulatory investigations. He joined Herbert 
Smith in 1995 in London and worked there for five years 
before moving to Herbert Smith Hong Kong in 2001. Since 
early 2006 he has been based in Shanghai, with regular 
travel to Hong Kong and Beijing. 
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India

Nimi Patel 
Senior consultant, London 
T: +44 20 7466 2302 
M: +44 778 577 5067 nimi.patel@
herbertsmith.com

Nimi has wide experience in corporate and commercial 
law including mergers and acquisitions, joint ventures, 
corporate finance transactions generally, project finance, 
infrastructure work and energy related work. 

Nimi is an English solicitor with over 24 years experience 
and is the head of the India practice. She joined Herbert 
Smith in 1994 from the city law Jacques & Lewis where 
she was partner in charge of Asian business. 

In the last 10 years, Nimi has assisted a number of Indian 
clients on many transactions with particular focus on 
investments and acquisitions by Indian corporates and PSUs 
outside India including international litigation and arbitration.

Chris Parsons 
Chairman of India group, London 
T: +44 20 7466 2352 
M: +44 778 525 5006	 chris.
parsons@herbertsmith.com

Chris is a member of Herbert Smith’s corporate finance 
division and Chairman of the Herbert Smith India Group. 
Chris has been with Herbert Smith for over 20 years. 
Much of his work has been of an international cross-
border nature. He is co-author of a book on the listing of 
Chinese companies on the London Stock Exchange and 
has recently returned from Singapore where he acted as 
our managing partner for South East Asia. Prior to this, 
Chris spent a year in our Hong Kong office and was also 
instrumental in heading up Herbert Smith’s Italian and 
Spanish practice groups.

© Herbert Smith LLP 2009.  

The content of this briefing does not constitute legal advice and should not be relied on as such. Specific advice should be sought about your specific circumstances
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